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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1 )KI Responsive to communication(s) filed on 07 December 2007 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-3,5-9 and 11-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-3,5-9 and 11-13 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 

Response to Amendment 

1. In response to the Amendment received on December 7, 2007, the examiner has carefully 
considered the amendments. The examiner acknowledges the cancellation of claim 3 and the addition 
of new claims 11-13. 

Response to Arguments 

2. Applicant's arguments, filed December 07. 200!!. regarding the rejection based upon Duecker 
et al (US 5,881,194; 6,122,428; and 6,449,413) are persuasive. Therefore the rejection of claims 1, 5-6, 
and 8-9 under 35 USC 102(b) as being anticipated by Duecker el. al (as found above) has been 
withdrawn. Duecker et al does not teach a mono-functional unsaturated compound, wherein said 
compounds include the aromatic acrylic-based monomer having the formula as found in the instantly 
written claims. Duecker et al specifically teaches only mono-functional aliphatic alkyl (meth) 
acrylates. 

3. Applicant's arguments regarding the 35 USC 103(a) portions of the rejections based on Takase 
et al (2003/021943 and 6,710,097) not persuasive. Applicant appears to be invoking 35 USC 103(c) to 
disqualify Takase et al as prior art. It appears that applicant's effective filing dale per PALM is 
4/01/2005 which is after the publication/patent date of the cited references. Taking the 
publieal ion/patent dales of Takase el al into consideration, it appears that Takase et al references are 
applicable to rejected under 35 USC 102(a) and 35 USC 102(b). 

4. Additionally . Applicant appears to be arguing that Takase et al does not teach component (C) 
at a weight ratio of 10-25--wt% as instantly claimed; that Takase et al does not disclose compositions 
containing a (meth) acrylate monomer Inn ing I or more functional groups at a weight ratio of 10— 
vv I % of more and that the compositions of Example I teaches using I or more functional acrylate 
monomer at a weight ratio of 1.9— wt%; and additionally, referring to the portions of the Office 
Action, mailed 6/12/07. where the examiner asserted that "b/c pol yi'unct ional compounds are disclosed 
useable together in the composition thus deemed that these arc equivalents and thus the combination 
fails to anticipat e the 5-25— wt% of component (C ) saying this is a unsound argument. However, the 
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examiner disagrees. What the examiner was trying to convey, was not that compounds where 
equivalents (i.e., equal or the same) but that since Takase et al teaches the use of polyfunctional 
compounds can be used in combination and/or singly (inferred from the examples) that it would have 
been within an artisan's skill level to use, say, in place of the combination of polyfunctional 
monomers as found in (example 4) up to 25% of one polyfunctional compounds such as (E-5). The 
motivation would have been a reasonable expect at ion of successfully tailoring t lie crosslink density in 
the cured product in the absence of unexpected results and/or convincing arguments to the contrary. 
5. Note the Takase et al sets forth teachings that read on new claims 11-13 — see page 3, section 

[0030] for claims 11 and 12 and page 3, section [0023 1 for claim 15. It is additionally, deemed llial 
claim 10 is rendered obvious by the teaching in Takase et al that teaches the compounds of formula 
(1) can be added in amounts from 10-70--wt%, wherein the lower limit is provided for ensuring both 
adhesion to the substrate and the refractive index. Therefore, it would have been obvious to use a 
compound having general formula (1), such as phenoxy ethyl (methacrylate), in the lower limit range 
of 10 to 70-wt% in the composition, the motivation would have been a reasonable expectation of 
obtaining the success of achieving comparable results (good substrate adhesion and refractive index) 
based upon the disclosure in section [0030]. 



Claim Rejections - 35 USC § 102/35 USC § 103 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall he entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
for a patent. 

(h) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
applicat ion for patent in the United States. 
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7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person lia\ ing ordinary skill in the 
ail to which said subject matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 

8. Claims 1-3, 5-9, and 11-13 are rejected under 35 U.S.C. 102 (b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103 (a) as obvious over Takase ET al (6,710,097). 

The applied reference has a common inventor with the instant application. Based upon the 
earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 102(e). This 
rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the inventor of this application 
and is thus not I lie invention "'by another," or by an appropriate showing under 37 CFR 1.131. 

Takase et al sets forth compositions for optical parts curable by aclinic radial ion. Said cured 
compositions have a refractive index of 1.53 or more, preferably 1.54 or more; at least one 
peak/shoulder al a temperature range between -150 to 100 OC. in a temperature dependence curve of 
a loss tangent obtained from a temperature dependence measurement of dynamic visoelasticity (see 
figures and column 9), and a modulus which is deemed to encompass the claimed modulus in the 
range of .5 kg/mm2 and 30 kg/mm2 (4.9 MPa to 294.9 Mpa, wherein per examples 2 and 3 the 
modulus ol'clasl icil \ is 5 to 6 kg/mm 2 (19 and 58 MPa, respectively). 

The composition comprises a urethane (meth) acrylate having a polyether polyol backbone, a 
mono-functional (meth) acrylate compound, and photoinitiator. Said urethane is obtained by a 
reaction between a polyether polyol, an organic diisocyanate, and a hydroxyl containing (meth) 
acrylate monomer. In addition, composition can further comprise polyfunctional (meth) acrylic and 
other monomers, additives, heat initiators, other curable polvmers and the like. The urethane 
polyether (meth) acrylate can be found in amounts from 20 to 80 — wt%. Said mono-functional 
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(meth) acrylate can be found in amounts from 10-70 — wt%. The photoinitiator can be found in 
amounts from 0.01 to 10 — wt%. Per examples, it appears that the amount of polyfunctional (meth) 
aerv laic compounds can be used in amounts up to about 20 — wt% (this is from the combination of 
E3 to E5 in example 5). Per column 7, lines 45 and example 4, Takase et al teaches a 
dipentaerythritol hexa (meth) acrylate as a useable polyfunctional polymer. Thus claim is 
anticipated. 

\\ Idle Takase et a I docs limit the composition to using pol \ I u net ional (met h) aery laics ha\ ing 
4 or more functional groups, it is deemed that the disclosure of the (hexa) methaerv lat.e compound in 
column 7 anticipates this limitation and because the polyfunctional compounds are disclosed as 
useable in the composition it is deemed that these arc equivalents and thus the combination of 
polyfunctional materials anticipates the 5-25-wt% limitation. In addition, because they are disclosed 
as equiv alents it would have been within t he skilled art isans lev el to use up to 22-vvl % of I he disclosed 
hexa-functional (meth) acrylate compound — see above for explanation. In the alternative, the 

to a skilled artisan to use 4 or higher polyfunctional (meth) acrylates because of functionality since it 
is known that analogs have similar reactivity. 

9. Claims 1-3, 5-9, and 11-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Takase 
et al (2003/0021943) 

The applied reference has a common assignee with the instant application. Based upon the 
earlier effective I .S. filing dale of the reference, il constitutes prior art under 35 l.S.C. 102(e). This 
reject ion under 35 I .S.C. I 02(c) might be overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the inventor of this application 
and is thus not the invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Takase et al sets forth compositions for optical parts curable by actinic radiation. Said cured 
compositions have a refractive index of 1.53 or more, preferably 1.54 or more; at least one 
peak/shoulder at a temperature range between —150 to 100 0C, in a temperature dependence curve of 
a loss tangent obtained from a temperature dependence measurement of dynamic visoelasticity (see 
figures and column 9), and a modulus which is deemed to encompass the claimed modulus in the 
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range of .5 kg/mm2 and 30 kg/mm2 (4.9 MPa to 294.9 Mpa. 'wherein per examples 2 and 3 the 
modulus of elasticity is 5 to 6 kg/mm2 (49 and 58 MPa, respectively). 

The composition comprises a urethane (meth) acrylate having a polyether pohol bac kbone., a 
mono-functional (meth) acrylate compound, and photoinitiator. Said urethane is obtained by a 
reaction between a polyether polyol, an organic diisocyanate, and a hydroxyl containing (meth) 
acrylate monomer. In addition, composition can further comprise polj functional (meth) acrylic and 
other monomers, additives, heat initiators, other curable polymers and the like. The urethane 
polyether (meth) acrylate can be found in amounts from 20 to 80 — wt%. Said mono-functional 
(meth) acrylate can be found in amounts from 10-70 — wt%. The photoinitiator can be found in 
amounts from 0.01 to 10 — wt%. Per examples, it appears that the amount of polyfunctional (meth) 
acrylate compounds can be used in amounts up to about 20 — wt% (this is from the combination of 
E3 to E5 in example 5). Per column 7, lines 45 and example 4, Takase et al teaches a 
dipentaerythritol hexa (meth) acrylate as a useable polyfunctional polymer. Thus claim is 
anticipated. 

While Takase et al does limit the composition to using polyfunctional (meth) acrylates having 
4 or more functional groups, it is deemed that the disclosure of the (hexa) methacrylate compound in 
column 7 anticipates this limitation and because the polyfunctional compounds are disclosed as 
useable in the composition it is deemed that these are equivalents and thus the combination of 
polyfunctional materials anticipates the 5-25-wt% limitation. In addition, because they are disclosed 
as equivalents it would have been within the skilled artisans" level to use up to 22-wt% of the 
disclosed hexa-fu net ional (meth) acrylate compound— see above for explanation. In the alternative, 
the examiner deems that (meth) acrylates having 4 or more functional groups would have been 
obvious to a skilled artisan to use 4 or higher polyfunctional (meth) acrylates because of functionality 
since it is known that analogs have similar reactivity. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
reject ions set forth in I his Office act ion: 
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(a) A patent may not be obtained though the invention is not identical]} disclosed or 
described as sel forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person ha\ nig ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be negatived bv the manner 
in which the invention was made. 

11. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takase et al (as found 
above) in view of Yamashita et al (2003/0021943 and 6,710,097). 

Takase et al does not expressh teach using triphenv I phosphine in the composition for optical 
parts. However, Takase et al teaches as an additive that plasticizcrs can be added. It is well known 
in the optical part art to use plasticizcrs to UV curable compositions such as. Iriplienvl phosphine to 
improve adhesion of the cured compositions. Yamashita et al teaches UV curable compositions for 
making Fresnel lens. Said compositions comprise a urethane acrylate compound, reactive diluents 
(mono- and polyfunctional) and a photoinitiator. Yamashita et al teaches plasticizers can be added 
to such compositions for improving adhesion in amounts from 3 to 15 — wt%. In addition, it is 
disclosed that triphenyl phosphine is preferable because it has a high refractive index — see column 6. 
Therefore, the examiner deems that it would have been obvious to use a plasl icizer such as Iriplienvl 
phosphine as suggested by Yamashita et al in the compositions of Takase et al. The motivation 
would have been a reasonable expectation of obtained an optical part having good adhesion to a 
substrate and a high refractive index in the absence of ev idence to the contrary. Takase el al and 
Yamashita el al are analogous art. which is the art of optical parts w ith high refractive indices from 
UV curable compositions. 

12. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takase et al 
(2003/0021943 and 6,710,097). 

Takase et al is disclosed in I he abov e reject ions. 1 1 appears claim I 0 is read in the teachings of 
the reference. Takase et al teaches the compounds of formula (1) can be added in amounts from 10- 
70—wt%. wherein the lower limit is provided for ensuring both adhesion to the substrate and the 
refractive index. Therefore, it would have been obvious to use a compound having general formula 
(1), such as phenoxy ethyl (methacrylate), in the lower limit range of 10 to 70-wt% in the 
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composition, the motivation would have been a reasonable expectation of obtaining the success of 
achieving comparable results (good substrate adhesion and refractive index) based upon the 
(lix liiHiic in m'i I ion |IH>30|. 

Conclusion 

13. Am in(|uir\ coiiceniing this coniiiiunicat ion or earlier comitiunical ions from the examiner 
should be directed to Sauza 1.. McC.lendon whose telephone number is (571) 272-1074. The examiner 
can normally be reached on Mond a \ tlirongli Kridax 7:30-1:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James Seidleck can be reached on (57 1 ) 272- 1 07!!. The fax phone number for the organization where 
this application or proceeding is assigned is 57 I -273-!!300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance 
from a USPTO Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sanza L McClendon/ 
Primary Examiner 
Art Unit 1796 



